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Arguments Presented For Pre-Appeal Brief Review 



The Examiner issued a Final Office Action on May 26, 2006 finally rejecting 
claims 29 and 46. Applicants responded on July 21, 2006 with a first reply within 2 
months of the date of the Final Action. In response, the Examiner issued a second Final 
Office Action dated August 2, 2006, in which she rejected claims 29 and 46 for a third 
time. The Examiner did not issue an Advisory Action. Applicants are appealing the 
Final Action of May 26, 2006. These arguments are being filed concurrently with a 
Notice of Appeal. 
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Arguments 

The Application includes 23 pending claims, numbered 29-51. Claims 29 and 46, 
the only independent claims, have been rejected three times. 

The Examiner rejected claims 29 and 46 under 35 U.S.C. § 102(b) or (e) as being 
anticipated by Noble et al., "Biomaterials Tutorial: Drug Delivery Systems". The tutorial 
is an internet posting published on the University of Washington website. This rejection 
is improper because the cited tutorial is not proper 102 (b) or (e) art. 

The internet posting is not proper 102(b) art. Section 2128 of the MPEP relates to 
internet postings and states that u [i]f the publication does not include a publication date 
(or retrieval date), it cannot be relied upon as prior art under 35 U.S.C. § 102 (a) or (b)". 
The Examiner did not provide proof regarding the date that the tutorial was publicly 
posted. In fact, this publication does not include such a post date. Rather, the only date 
indicated is the 12/07/05 date, which appears to be the date the Examiner printed the 
material. This date is significantly later than the priority date of the application, which is 
July 17, 2001. Therefore, the 102(b) rejection is improper and should be withdrawn and 
the claims promptly allowed. 

The internet posting is not proper 102(e) art. The pertinent section of the Code, 
35 U.S.C. § 102(e), states, in part, that a patent will be issued unless the invention was 
disclosed in "(1) an application for patent, published under section 122(b). . . or (2) a 
patent granted on an application for patent... [or] international application [that 
designates] the United States and ... [is] published under article 21(2)... in the English 
language." The Tutorial, posted on the internet, and cited by the Examiner, is neither an 
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application for patent nor a patent granted on an application for patent. Therefore, the 
102(e) rejection is improper and should be withdrawn and the claims promptly allowed. 

Furthermore, even if the above deficiencies with the reference were not present, 
the rejection would still be improper because the reference does not disclose each and 
every element of the claims. "A claim is anticipated only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference" Verdegal Bros, v. Union Oil Co. of California, 814 F.2d 628, 631 (Fed. Cir. 
1987) emphasis added. 

The reference does not disclose or suggest medical devices coated with a self- 
assembling monolayer that is covalently attached to a surface of the medical device 
through latent reactive groups. Accordingly, the reference fails. Therefore, the rejection 
is improper and should be withdrawn and the claims promptly allowed. 

The Examiner rejected claims 29 and 46 under 35 U.S.C. § 102 (b) or (e) as being 
anticipated by "Microfabricated Microneedles for Gene and Drug Delivery", McAllister 
et al. and "A controlled-release microchip", Santini et al. These rejections are improper 
because the references are not proper 102(b) or 102(e) art. 

The 102(b) rejections based on McAllister et al. and Santini et al. are improper 
because they fail to disclose each element of the rejected claims. As outlined above, a 
reference does not anticipate a claim if it does not disclose each and every element of the 
claim. (See Verdegal Bros. v. Union Oil Co. of California , 814 F.2d 628, 631 (Fed. Cir. 
1987)). 
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The McAllister et al. and Santini et al. abstracts do not disclose or suggest all of 
the elements of the rejected claims. The cited abstracts do not disclose medical devices 
coated with a self-assembling monolayer that is covalently attached to a surface of the 
medical device through latent reactive groups. Accordingly, the references fail. 
Therefore, the cited abstracts do not anticipate claims 29 and 46. The rejection should be 
withdrawn and the claims promptly allowed. 

The references are not proper 102(e) art because they are not a U.S. patent, a U.S. 
patent application publication or a WIPO publication of an international application 
under PCT article 21(2) as required by 35 U.S.C. § 102(e). Therefore, the rejections are 
improper and should be withdrawn and the claims promptly allowed. 

The Examiner rejected claims 29 and 46 under 35 U.S.C. § 102(e) as being 
anticipated by LaVan, DA, McGuire T, Langer R. "Small-scale systems for in vivo drug 
delivery". The rejection is improper for two reasons. First, this reference is not prior art 
because it was published on September 30, 2003, which is after the priority date, July 17, 
2001, of the present application. Second, this abstract is not proper 102(e) prior art since 
it is not a U.S. patent, a U.S. patent application publication or a WIPO publication of an 
international application under PCT article 21(2) as required by 35 U.S.C. §102(e). 

Furthermore, even if the above deficiencies with the reference were not present, 
the rejection would still be improper. As outlined above, a reference anticipates a claim 
only if it discloses each and every element of the claim. (See Verdegal Bros. v. Union 
Oil Co. of California, 814 F.2d 628, 631 (Fed. Cir. 1987)). The reference does not 
disclose medical devices coated with a self-assembling monolayer that is covalently 
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attached to a surface of the medical device through latent reactive groups. Therefore, the 
rejection is improper and should be withdrawn and the claims promptly allowed. 

The Examiner rejected claims 29 and 46 under 35 U.S.C. § 102(e) as being 
anticipated by Zhong, U.S. Pat. No. 6,468,649. The rejection is improper because the 
reference does not disclose each and every element of the claims. As outlined above, a 
reference anticipates a reference only if it discloses each and every element of the claim. 
(See Verdegal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631 (Fed. Cir. 1987)). 

Zhong does not disclose or suggest medical devices coated with a self-assembling 
monolayer that is covalently attached to a surface of the medical device through latent 
reactive groups. Therefore, Zhong does not anticipate claims 29 and 46 and the rejection 
should be withdrawn and the claims promptly allowed. 

In light of the above, the Applicants respectfully submit that each of claims 29-51 
is in condition for allowance. Because these are the only claims pending in the 
application, prompt issuance of a Notice of Allowance in this case is courteously 
solicited. 



Customer No. 22859 
Fredrikson & Byron, P. A. 
200 South Sixth Street, Suite 4000 
Minneapolis, MN 55402-1425 USA 
Telephone: (612)492-7000 
Facsimile: (612)492-7077 



Respectfully submitted 




Matthew J.S. Graham 
Attorney Reg. No. 54,647 
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